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I. History of the Present Application 

In the present application, a total of forty-one claims including seven independent 
claims were filed with the application on August 15, 2001. Applicants filed a first 
Information Disclosure Statement (IDS) on July 22, 2002. 

A first search was conducted by the Examiner on or around April 1 , 2003, as 
evidenced by the [First] Examiner Search Notes of the same date (copy available to 
Applicants in the Patent Application Information Retrieval system and attached hereto 
as Exhibit A). The search was extensive, including multiple search queries addressed 
to all subclasses of class 385, and additional search queries specifically focused on 
classes 16, 17, 18, 19, and 140. (See Exhibit A attached hereto.) 

Following the first search, a first substantive Official action was mailed on April 3, 
2003. All of the then-pending forty-one claims were examined in detail, with multiple 
claims being rejected and ten additional claims (i.e., claims 5, 7-9, 20, 24, 26, 27, 30, 
and 36) being objected to as being dependent upon rejected base claims but indicated 
as being allowable if rewritten in independent form. The Examiner relied upon three 
references (i.e., U.S. 6,154,586 to MacDonald et al., U.S. 6,360,775 to Barth et al., and 
U.S. 6,445,845 to Sakata et al) to support various rejections under 35 U.S.C. § 102(e) 
and 35 U.S.C. § 103(a). The Examiner also considered the references contained in 
Applicant's first information disclosure statement. Notably, the first office action made 
no mention of multiple inventions or serious burden necessitating a restriction 
requirement . 

In response to the first office action, Applicants filed a first amendment on 
September 3, 2003 to cancel twenty-four claims, amend thirteen claims, and add twenty 
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new dependent claims. Following the first amendment, a total of thirty-seven claims, 
including seven independent claims, were pending. Applicants also filed a second 
information disclosure statement along with the first amendment. 

Following receipt of the first amendment, the Examiner conducted a second 
search on December 1 1 , 2003 as evidenced by the [Second] Examiner Search Notes of 
the same date (copy attached hereto as Exhibit B). As before, the Examiner's search 
was focused on class 385, with multiple queries addressed to all subclasses, and 
additional queries specifically focused on subclasses 16, 17, 18, 19 and 140. (See 
Exhibit B attached hereto.) 

Just after the second search, a second substantive Official action was mailed on 
December 17, 2003 (copy attached hereto as Exhibit C). In the second office action, 
the Examiner allowed twenty-nine of the then-pending claims (i.e. t claims 5, 7-10, 13, 
14, 24-27, 30, 32, 33, 36, and 42-55) and objected to one claim (claim 56), but indicated 
that it would be allowable if rewritten in independent form. Additionally, the Examiner 
rejected the remaining seven claims (i.e., claims 20, 21, and 57-61) based on a new 
reference (U.S. 6,577,793 to Vaganov). The Examiner also considered the references 
cited in Applicants' second information disclosure statement. As before, the second 
office action made no mention of multiple inventions or serious burden necessitating a 
restriction requirement . 

In response to the second office action, Applicants filed a second amendment on 
May 14, 2004 (copy attached hereto as Exhibit D). In the second amendment, 
Applicants amended claims 21 and 56-61, and cancelled claim 20. Following the 
second amendment, a total of thirty-six claims, including seven independent claims, 
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were pending. Applicants also filed a third information disclosure statement with the 
second amendment to comply with Applicants 1 duty of disclosure. 

In the second amendment, based on the Examiner's statement that (then- 
dependent) claim 56 contained allowable subject matter, Applicants rewrote claim 56 in 
independent form to include the limitations of the base claim (claim 20, now cancelled). 
Moreover, dependent claims 21 and 57-61 were amended solely to change their 
dependency - to now depend (directly or indirectly) from the allowable subject matter of 
claim 56. Thus, not only were no new claims presented in Applicants 1 second 
amendment, but also the amendments were limited to subject matter that had already 
been searched and examined by the Examiner (i.e., rewriting of claim 56 in independent 
form, and changing only the dependency of claims 21 and 57-61). With all of the claims 
being either allowed or directed to subject matter already considered allowable by the 
Examiner, Applicants fully expected to receive a Notice of Allowance for all pending 
claims 7-9, 14, 21, 24-27, 30, 32, 33, 36, and 53-61 in response to the second 
amendment. 

A table showing the status of all pending claims is provided below: 
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Table 1 : Status Summary for all Pending Claims 
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Shockingly, with the substantive prosecution in the present application being 
substantially complete, the Examiner mailed a five-way restriction requirement on 
August 11, 2004 in response to Applicants' second amendment. Therein, the Examiner 
asserted that five different groups of claims were drawn to distinct inventions, and that 
the five groups were drawn to subclasses 140, 19, 19, 18, and 16, respectively, of class 
385. Notably, the restriction requirement was provided in the following context: 

• after the Examiner had already conducted two complete searches for all 
of the claims including all of the enumerated subclasses; 

• after the Examiner had provided two substantive Official actions on the 
merits; 

• after the Examiner had considered numerous prior art references in 
multiple information disclosure statements; 

• after the Examiner had allowed twenty-nine claims - that is, all of the 
claims in groups l-IV ; 

• after the Examiner indicated that the only independent claim in group V 
was directed to allowable subject matter; and 

• without the presence of any new claims that would trigger the need for a 
new search. 

Applicants timely responded to the initial restriction requirement in a Response 
filed on August 23, 2004. Therein, Applicants argued to traverse the requirement 
pursuant to 37 C.F.R. § 1 .143 but provisionally elected group I for further prosecution 
pursuant to that rule and MPEP 81 8.03. The primary thrust of Applicant's argument 
was that, in light of the substantial completeness of the prosecution in this application, 
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the Examiner could not show a prospective "serious burden" and was thus required to 
examine the claims pursuant to MPEP 803. The Examiner's extreme delay in providing 
the restriction requirement was offered as evidence that no serious burden exists to 
move the application to issuance. 

Unfortunately, in a Supplemental Action mailed on November 17, 2004, the 
Examiner dismissed all of Applicants' arguments and reiterated his belief in the 
propriety of the restriction requirement. The Examiner stated that "prosecution in this 
case is closed" except for consideration of the non-elected claims, giving Applicants one 
month to cancel the non-elected claims or to take other action under 37 C.F.R. § 1 .144. 

A timeline illustrating key prosecution events in this application is provided below: 
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Figure 1: Prosecution Timeline 
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The present Petition challenging the propriety of the restriction requirement is 
provided pursuant to 37 C.F.R. § 1 .144. It is believed that all prerequisites for filing this 
petition have been met since Applicants have already requested reconsideration of the 
restriction requirement and the Examiner has repeated the requirement and made it 
final. 

II, Questions to be reviewed 

1) Can a "serious burden" sufficient to support a restriction requirement pursuant to 
MPEP 803 exist when prosecution has been substantially completed, with all 
claims previously being either allowed or deemed to be directed to allowable 
subject matter, and in the absence of any new claims? 

2) Does the need to update a search pursuant to MPEP 904 for claims previously 
searched and already either allowed or deemed allowable constitute a "serious 
burden" sufficient to support a restriction requirement? 

3) Should the detriment to Applicants caused by the Examiner's failure to timely 
identify multiple distinct inventions or any burden in searching and examining the 
claims be considered in determining the propriety of the present restriction 
requirement? 
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III. Action Requested 

Applicants request that the requirement for restriction be withdrawn, and that a 
Notice of Allowance for all pending claims 5, 7-10, 13, 14, 20, 21, 24-27, 30, 32, 33, 36, 
and 42-61 be issued without further delay. 



IV. Brief In Support of Applicants' Petition 



A. THERE EXISTS NO "SERIOUS BURDEN" SUFFICIENT TO SUPPORT 
A RESTRICTION REQUIREMENT PURSUANT TO MPEP 803 



1. Law Regarding Restriction Requirements 

MPEP 803, entitled "Restriction - When Proper," states: 

"Under the statute [35 U.S.C. 121] an application may properly be 
required to be restricted to one of two or more claimed inventions 
only if they are able to support separate patents and they are either 
independent or distinct. 

If the search and examination of an entire application can be made 
without serious burden, the examiner MUST examine it on the 
merits , even though it includes claims to independent or distinct 
inventions." 

(Emphasis added.) In other words, even if the examiner has successfully shown that 

claimed inventions are distinct, the examiner must also demonstrate that there would be 

"serious burden" to search and examine all the pending claims without a restriction. In 

the absence of such a serious burden, a restriction is improper. 

With regard to the timing of a restriction requirement, MPEP 810.02, entitled 

"Usually Deferred," states: 

"The Office policy is to usually defer action on the merits until 
after the requirement for restriction is complied with, or withdrawn 
[citing Ex parte Pickles, 1904 CD. 126, 109 O.G. 1888; Ex parte 
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Snyder, 1904 CD. 242, 110 O.G. 2636; Ex parte Weston, 1911 
CD. 218, 173 O.G. 285]." 

The issue is further considered in 37 CFR 1.142 ("[s]uch restriction will 

normally be made before any action on the merits ... .") and MPEP 81 1 : 

[T]he examiner should make a proper requirement as early as 
possible in the prosecution, in the first action if possible, otherwise, 
as soon as the need for a proper requirement develops." 

The possibility of coupling a restriction requirement with a substantive action is 

addressed in MPEP 810.01, which states: 

"Although an action on the merits is not necessary to a [restriction] 
requirement, it is not objectionable, Ex parte Lantzke, 1910 CD. 
100, 156 O.G. 257. However, note that a question may arise as 
to whether there is a serious burden on the examiner ." 

(Emphasis added.) Thus, according to the MPEP, even though it is permissible to issue 

a restriction requirement and an action on the merits simultaneously, such conduct 

tends to weaken any argument that there existed any serious burden in examining all of 

the claims. 

2. Any "Burden" Should Be Considered Prospectively Without 
Regard To Actions Already Taken By The Examiner 

While it is clear that a restriction requirement requires the presence of a serious 
burden, the rules do not expressly address whether actions already taken by an 
examiner may be considered in determining whether a serious burden exists. After 
reviewing the structure of the rules and the policy behind them, however, Applicants 
believe that any burden should be measured prospectively without regard to actions 
already undertaken by the examiner. 
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a. The Rules Contemplate An Examiner Assessing 
Whether A Burden Exists Before Taking Action 

The structure of the MPEP suggests that the existence of a burden should be 

determined before an examiner takes action on an application. For example, MPEP 

803 states: 

If the search and examination of an entire application can be made 
without serious burden, the examiner must examine it on the 
merits, even though it includes claims to independent or distinct 
inventions. 

The very structure of this rule suggests a functional "if-then" relationship: IF there exists 
no serious burden, THEN the examiner must examine the application. More tellingly, 
however, consider the future tense selected by the drafters: "if search and examination 
can be made (i.e., in the future) without serious burden, the examiner must examine 
[the application]." The intention of the drafters to consider burden prospectively is clear. 
If the drafters had somehow intended for past actions to be considered in determining 
the existence of a serious burden, then the rule should have - and would have - been 
drafted quite differently. 

b. Considering Past Actions In Determining Burden Would 
Be Contrary To Office Policy 

It is clear that Office policy is to make a restriction requirements as early as 
possible in prosecution of a patent application. MPEP §§ 81 1 , 810.02. This is 
consistent with the notion that any serious burden should be considered prospectively. 
If it were proper to consider actions undertaken in the past by an examiner in 
determining whether a serious burden existed, then there would be no need for an 
examiner to undertake a burden analysis before proceeding with examination. Instead, 
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an examiner would simply start the search and examination process in every application 
- and then arbitrarily stop the process in the middle if he / she were to find that the 
examination became burdensome. This would lead to inefficient use of Office 
resources, and cause further delays in prosecuting all patent applications since 
examiners would not focus their valuable time on examining only "non-burdensome" 
cases. 

3. The Extreme Untimeliness of the Present Restriction Supports 
The Non-Existence of Any "Serious Burden" 

As noted previously, MPEP 810.01 provides that while it is "not objectionable" to 
issue an action on the merits simultaneously with a restriction requirement, such 
conduct gives rise to a question whether a serious burden exists. In the present case, 
the Examiner admits that the restriction should have been made in the first office action 
(Supplemental Action, pg. 3), but relies on this section to suggest that a restriction after 
an action on the merits cannot be improper. Applicants freely admit that a restriction 
issued after a first office action is not inherently improper for untimeliness pursuant to 
MPEP 801 .01 . But the untimeliness of the present restriction requirement - with all of 
the claims being either allowed or allowable - is so egregious that it must trigger more 
than a mere question whether there ever existed a "serious burden" in the present 
application. If such a serious burden truly existed, why was it not identified at the time 
of the first search and first office action, or at the time of the second search and second 
office action when the examiner opined that all the claims were either allowed or 
deemed allowable? If not in this case, then how much action can an examiner take on 
an application before a restriction can be deemed so untimely that no serious burden 
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can exist? Common sense suggests that there should be some limit where, absent the 
need for a new search, too much action by an examiner should render it perse 
unreasonable for the examiner to claim that a prospective serious burden exists. With 
all prosecution in the present application being substantially complete, and with there 
being no new claims in the application triggering a new search, Applicants submit that 
any serious burden is sorely lacking here. 

B. A MERE UPDATE TO THE PREVIOUSLY-COMPLETED SEARCH 
FAILS TO CONSTITUTE A "SERIOUS BURDEN" NECESSARY TO 
SUPPORT THE RESTRICTION REQUIREMENT 

In the Supplemental Action mailed on November 17, 2004, the Examiner stated 
that "each of the inventions must be searched again prior to allowance" (Supp. Action, 
pg. 4). In light of the Examiner's failure to cite any authority supporting this proposition, 
Applicants dispute its correctness. Rather, with all of the claims in the present 
application having been either allowed or being deemed to contain allowable subject 
matter, all that should be required is for the Examiner to merely update the existing 
search results to determine whether any more pertinent prior art references have 
surfaced since the last search. And if no such "more pertinent" prior art is found, then 
the entire application should be allowed without further delay. 

1 . Law Regarding Searches 

MPEP 904, entitled "How to Search," states in pertinent part: 

The first search should be such that the examiner need not 
ordinarily make a second search of the prior art, unless 
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necessitated by amendments to the claims by the applicant in the 
first response, except to check to determine whether any reference 
which would appear to be substantially more pertinent than the 
prior art cited in the first Office action has become available 
subsequent to the initial prior art search. It should cover the 
invention as described and claimed, including the inventive 
concepts toward which the claims appear to be directed. It should 
not be extended merely to add immaterial variants. 

(Emphasis added.) 

The issue is further addressed by MPEP 904.02, entitled "Conducting the 

Search," which states: 

It is a prerequisite to a speedy and just determination of the issues 
involved in the examination of an application that a careful and 
comprehensive search commensurate with the limitations appearing in the 
most detailed claims in the case, so that the second action on the merits 
can be made final or the application allowed with no further searching 
other than to UPDATE the original search . 

(Emphasis added.) 

2. The Examiner's Searches Were Conducted Properly And Are 
Already Complete 

Applicants commend the Examiner for conducting careful and comprehensive 
first and second searches consistent with the spirit of MPEP 904.02. With the 
application containing no new claims, Applicants see no reason but to assume that the 
Examiner's search is complete. Indeed, the Examiner states that he has already 
searched "virtually an entire class of inventions to find the relevant prior art for all of the 
claimed inventions." Supplemental Action, pg. 3. 

Yet, by stating that "each of the inventions must be searched again prior to 
allowance" and that he "has been unable to properly focus the searches for each of the 
claimed inventions" (Supplemental Amendment, pg. 3) the Examiner implies that his 
previous searches were somehow incomplete or ineffective. If this implication were 
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true, then not only would it be contrary to the Office policies stated in the above-cited 

excerpts from MPEP sections 904 and 904.02, but also it would put the Examiner in an 

untenable position by having allowed or deemed allowable all of the pending claims 

over a defective search. Applicants submit that such an implication is false. Instead, it 

should be assumed that the Examiner's multiple searches including all of class 385 

were sufficiently careful and comprehensive pursuant to MPEP 904.02, and that no 

additional searches should be necessary. 

3. An Update To A Previously-Completed Search Does Not Equal 
A New Search And Should Not Impose Any "Serious Burden" 

Both MPEP sections 904 and 904.02 draw a sharp distinction between a full 
search and a mere "update" to a search. MPEP 904.02 advances the Office policy of 
promoting careful and comprehensive first searches to speed applications to allowance 
"with no further searching other than to update the original search ." (Emphasis added.) 
The role of an update is described MPEP 904: "to check to determine whether any 
reference which would appear to be substantially more pertinent that the prior art cited 
in the first Office action has become available subsequent to the initial prior art search." 
Applicants assume that the update process includes re-submitting old search queries 
and comparing the updated list of references against the prior list(s). Notably, no review 
should be reguired for any of the previously-identified references , since the Examiner 
already reviewed them all. Only "new" references - if any exist - not found in the 
previous searches should require review by the Examiner. The present application, 
which was filed in August 2001 , claims priority to a provisional case filed in August 
2000. Given that two previous searches have already been conducted (most recently in 
December 2003) in the present case, it appears highly unlikely that an update will yield 
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any significant quantity of "new" prior art references antedating the present application. 
The upshot is that an update to a search is not equivalent to a new search for purposes 
of considering the existence of a prospective "serious burden," and an update to the 
searches already conducted in the present application is unlikely to be burdensome at 
all. 

C. THE EXAMINER'S UNTIMELY RESTRICTION REQUIREMENT HAS 
PREJUDICED APPLICANTS, AND IF UPHELD, WILL CAUSE 
FURTHER DETRIMENT 

1 . The Assignee Of The Present Application Is A Small Entity 
With Limited Resources 

The Assignee of the present application and employer of all of the Applicants 

herein, Nanostream, Inc., is a small entity with approximately fifty-five employees. 

While Nanostream has demonstrated a commitment to intellectual property protection - 

with seventeen U.S. patents and numerous additional pending applications - the 

company is not yet profitable, and it is under significant pressure to minimize 

expenditures. Compared to larger entities, Nanostream has limited financial and human 

resources to devote to its intellectual property portfolio. These limited resources 

exacerbate the impact of the present restriction requirement. 



2. The Untimely Restriction Requirement Has Prejudiced The 
Assignee 

Nanostream has been prejudiced by the present restriction requirement in 
several ways. Having received a favorable disposition of all of the claims in this 
application (i.e., the claims being either allowed or indicated as allowable) in 2003, 
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Nanostream developed its legal budget with the reasonable assumption that only a 
single publication fee, a single issue fee, and a single set of future maintenance fees 
would be required for this set of claims. With the benefit of this assumption, 
Nanostream proceeded to allocate its remaining resources by filing other patent 
applications and making appropriate fiscal decisions. In other words, Nanostream 
reasonably relied upon the Examiner's failure to restrict the present application and has 
already utilized its resources accordingly. 

Beyond the allocation of resources in Nanostream's present budget, the net fiscal 
impact of the present five-way restriction requirement is enormous. If the present 
restriction requirement is upheld, then Nanostream would be subject to four more 
application filing fees (presently $1 ,580), four more issue fees (presently $2,740), and 
four more sets of future maintenance fees ($12,820 in the aggregate) to obtain all of the 
claims that the examiner has already allowed or deemed allowable. Summing up these 
amounts, the official fee impact of the restriction requirement is likely to exceed $17,000 
over the life of the patent(s). If the burden of attorney time to prosecute the additional 
four applications were to be included, the fiscal impact would significantly greater. 

Owing to its significant fiscal impact, Nanostream decided to challenge the 
present restriction requirement. Thus far, the challenge has included filing a detailed 
response to the examiner challenging the restriction requirement and preparing the 
present petition. The preparation of these documents has prejudiced Nanostream due 
to the loss of time by the undersigned that would have been spent in preparing 
documents for filing in other applications. 
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3. Upholding The Present Restriction Requirement Would Be 

Counter To The Office's Commitment To Be More Responsive 
To The Needs Of Its Customers 

In the USPTO's 21 st Century Strategic Action Plan, the Office stated its 
commitment to tailor its products and services "to meet the needs of customers." See 
Exhibit F : excerpt of Strategic Action Plan, pg. 2, bullet point 4. That commitment, "to 
be more responsive to the needs of [the USPTO's] customers and to the demands 
of the national and global marketplace" was reaffirmed shortly thereafter by then- 
Director James E. Rogan in a statement delivered to the U.S. House of Representatives 
Subcommittee on Courts, the Internet and Intellectual Property. See Exhibit G: 
Statement of James E. Rogan, pg. 2, 1J4. 

Applicants and assignee Nanostream, Inc. are repeat customers of the Office 
and expect to file an increasing number of patent applications with the Office in the 
coming years. As customers, one of their needs includes a commitment by the Office to 
honor the letter and spirit of the rules. As discussed previously, the Examiner has failed 
to show a prospective "serious burden" as required by MPEP 803 to support the present 
restriction requirement. Applicants freely admit that the present application contains 
multiple inventions, but MPEP 803 clearly provides that a restriction requirement must 
be further premised by the presence of a prospective serious burden. Upholding the 
present restriction requirement and ignoring MPEP 803 would run counter to the 
Office's commitment to meet its customers' needs. 

As customers, a second need of Applicants and assignee Nanostream, is for the 
Office to quickly and equitably remedy errors committed by the Office. The Examiner 
admits error in the first instance by failing to issue the restriction requirement at the time 
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of the first search and office action. See Supplemental Action, pg. 3. Yet the Examiner 
committed a second, more serious, error by failing to issue the restriction requirement at 
the time of the second search and office action when all the claims were either allowed 
or deemed allowable. As indicated above, the Examiner's untimely restriction 
prejudiced Applicants and assignee Nanostream in several ways. Particularly in view of 
the detriment to Applicants and assignee Nanostream caused by this clear Office error, 
these customers request that the Office empathize with their situation and promptly 
withdraw the restriction requirement. Such action would be entirely consistent with the 
USPTO's stated commitment to respond to the needs of its customers. 

D. CONCLUSION 

For the reasons stated herein, Applicants and assignee Nanostream believe that 
the restriction requirement is improper, and request that it be withdrawn. Applicants 
further request that a Notice of Allowance for all pending claims 5, 7-10, 13, 14, 20, 21, 
24-27, 30, 32, 33, 36, and 42-61 be issued without further delay. 

If any additional information should be required in considering this Response, or 
if there are any questions regarding this Response that can be addressed by telephone, 
the USPTO representative is encouraged to contact the undersigned directly at (626) 
351-8200, ext. 6503. 
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Respectfully submitted, 



Vincent K. Gustafson 
Reg. No. 46,182 




Attachments: 
Exhibit A: 
Exhibit B: 
Exhibit C: 
Exhibit D: 
Exhibit E: 
Exhibit F: 

Exhibit G: 



USPTO Customer No.: 32763 



[First] Examiner Search Notes dated April 1 , 2003 

[Second] Examiner Search Notes dated December 11, 2003 

[Second] Official Action mailed December 17, 2003 

[Second] Amendment dated May 14, 2004 

Supplemental Action mailed November 17, 2004 

Excerpt from The 21 st Century Strategic Action Plan dated February 
2, 3003 

Statement of James E. Rogan to the U.S. House of 
Representatives Subcommittee on Courts, the Internet and 
Intellectual Property dated April 3, 2003 
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Applicants ) 
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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a), In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply wilhin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 08 September 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 5, 7-10. 13. 14.20.21.24-27.30,32.33.36 and 42-61 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) S Claim(s) 5. 7-10. 13. 14.24-27.30.32.33.36 and 42-55 is/are allowed. 

6) S C)aim(s) 20,21 and 57-61 is/are rejected. 

7) D Claim(s) 56 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) El The drawing(s) filed on 08 September 2003 is/are; a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)EJ All b)D Some*c)D None of: 

1 .13 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 3) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 

Attachment(s) 

1) Q Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) ^ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 0903 . 6) □ Other: 
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Application/Control Number: 09/931 ,585 Page 2 

Art Unit: 2874 

DETAILED ACTION 
Response to Amendment 

1 . This action is responsive to the applicant's amendment filed on 8 September 
2003. Claims 5, 7, 10, 13, 14, 20, 21, 24, 25, 30, 32, 33, and 36 are now amended. 
Claims 1-4, 6, 11, 12, 15-19, 22, 23, 28, 29, 31, 34, 35, and 37-41 are canceled. Ne 
claims 42-61 are now added. Claims 5, 7-10,13,1 4, 20, 21 , 24-27, 30, 32, 33, 36, and 
42-61 are now pending in the application. 

2. Based on the applicant's amendment, the objections to the drawings are 
withdrawn. 

Response to Arguments 

3. Applicant's arguments, filed 8 September 2003, with respect to claims 5, 7-10, 
13, 14, 24-27, 30, 32, 33, 36, and 42-55 have been fully considered and are persuasive. 
The rejections/objections of claims 5, 7-10, 13, 14, 24-27, 30, 32, 33, and 36 have been 
withdrawn. 

4. Applicant's arguments filed on 8 September 2003 with regards to claims 20, 21 
and 57-61 have been fully considered but they are not persuasive. New art has been 
found that has been used to reject claims 20, 21 and 57-61 . 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 20, 21 and 57-61 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent No. 6,577,793 to Vaganov. 

Referring to claims 20, 21 and 57-61, Vaganov discloses all the limitations of the 
claimed invention. Vaganov discloses an optical processing system, including: an input 
light source; an input light coupler (12) for receiving light from the input light source; an 
output coupler (26) for providing light to an output device; a microfluidic optical device 
(32,36) for manipulating light, the fluidic optical device being optically coupled between 
the input coupler and the output coupler; an output device for receiving a beam from the 
output coupler; a controller (38); a power supply (76); and a sensor, wherein the 
controller receives a feedback signal from the sensor. See col. 13, line 53 through col. 
15, line 2. Vaganov clearly discloses that the transmitting arrays (32) and receiving 
arrays (36) may include liquid (82,90, 1 1 0) within them. See the all the Figures of the 
reference. 



Allowable Subject Matter 

7. Claims 5, 7-10, 13, 14, 24-27, 30, 32, 33, 36, and 42-55 are allowed. 
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Art Unit: 2874 

8. Claim 56 objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin S Wood whose telephone number is (703) 605- 
5296. The examiner can normally be reached on Monday-Thursday (7am - 5:30 pm). 
Any attempts to call the examiner after 12 January 2003 should be directed to (571)272- 
2364. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rodney B Bovernick can be reached on (703) 308-4819. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 307- 
0956. 



Conclusion 



872-9306. 
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In the Application of: Serial Number: 09/931 ,585 

O'CONNOR, Stephen D., et al. 

Group Art Unit: 2874 

Title: OPTICAL DEVICES WITH FLUIDIC 

SYSTEMS Examiner: WOOD, Kevin S. 
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AMENDMENT AND RESPONSE TO OFFICIAL ACTION 
MAILED DECEMBER 1 7, 2003 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Petition for Extension of Time 

This communication is in response to the Office Action mailed on December 17, 2003, 
the time for responding thereto being set at on or before March 17, 2003. Accordingly, a 
petition for a two-month extension of time pursuant to 37 C.F.R. 1.136(a) with authorization to 
the Commissioner to charge Deposit Account No. 502454 for any fees associated with the 
extension of time petition accompanies this response. 

Information Disclosure Statement 
A supplemental Information Disclosure Statement is enclosed herewith, and the 
Commissioner is hereby authorized to charge Deposit Account No. 502454 for the associated 
fee pursuant to 37 CFR § 1 . 1 7(p) 

Authorization to Charge Additional Necessary Fees 
If any other fees are required with the present amendment, then Office is hereby 
authorized to charge any deficiency or credit any overpayment to Deposit Account No. 502454 . 

Amendment 

Kindly amend the above-identified application as follows: 
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In the Claims 

1 . (Canceled) 

2. (Canceled) 

3. (Canceled) 

4. (Canceled) 

5. (Previously presented) A microfluidic optical system comprising: 
a light source; 

a light receiver; 

a microfluidic device for altering, by light-fluid interaction, the nature of a light beam 
emitted by the light source, the device having a window that is substantially transmissive of 
a desired light spectrum and containing a plurality of fluids behind the window, the window 
being disposed in an optical path between the light source and the light receiver to permit 
light-fluid interaction; 

means for repeatedly manipulating the proportion of at least one of the plurality of 
fluids optically disposed between the light source and light receiver, wherein the 
manipulation affects reflection, refraction, absorption, optical filtering, or scattering of the 
light beam by at least one of the plurality of fluids; and 

a mixer for substantially mixing at least two of the plurality of fluids, wherein the light 
beam interacts with the resulting mixture. 

6. (Canceled) • ' ■ 

7. (Previously presented) A microfluidic optical system comprising: 
a light source; 

a light receiver; 

a microfluidic device for altering, by light-fluid interaction, the nature of a light beam 
emitted by the light source, the device having a window that is substantially transmissive of 
a desired light spectrum and containing a plurality of fluids behind the window, the window 
being disposed in an optical path between the light source and the light receiver to permit 
light-fluid interaction; and 
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means for repeatedly manipulating the proportion of at least one of the plurality of 
fluids optically disposed between the light source and light receiver, wherein the 
manipulation affects reflection, refraction, absorption, optical filtering, or scattering of the 
light beam by at least one of the plurality of fluids; 

wherein the plurality of fluids includes a first fluid and a second fluid, the fluids being 
substantially immiscible and defining a discrete plug of the first fluid, and 

wherein the manipulation means includes a deformable flexible member in fluid 
communication with the first fluid plug. 

8. (Original) The system of claim 7 wherein the flexible member is deformed by 
means selected from the group consisting of: piezoelectric actuation, magnetic actuation, 
pneumatic actuation, thermoelectric actuation, and mechanical actuation. 

9. (Original) The system of claim 7 wherein the first fluid and the second fluid are 
both liquids. 

1 0. (Previously presented) The system of claim 5 wherein at least one of the 
plurality of fluids contains dissolved or suspended particles. 

11. (Canceled) 

12. (Canceled) 

1 3. (Previously presented) A variable optical filter including the optical system of 
claim 5. 



14. (Previously presented) An optical switching device including the optical system 
of claim 7. 



15. (Canceled) 

16. (Canceled) 

17. (Canceled) 

18. (Canceled) 

19. (Canceled) 
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20. (Cancelled) 



21 . (Currently amended) 



The system of claim 20 56 wherein the input source 



provides a monochromatic beam. 

22. (Canceled) 

23. (Canceled) 

24. (Previously presented) A method for performing optical switching, the method 
comprising the steps of: 

providing a first light source and a first light receiver; 

providing an enclosed microfluidic channel containing a first fluid and a second fluid, 
the fluids being substantially immiscible and defining a discrete plug of the first fluid; and 

manipulating the first fluid plug to selectively enable light emitted from the first light 
source to be received by the first light receiver; 

wherein manipulation of the first fluid plug is performed by deforming a flexible 
member in fluid communication with the microfluidic channel. 

25. (Previously presented) A method for performing optical switching, the method 
comprising the steps of: 

providing a first light source and a first light receiver; 

providing an enclosed microfluidic channel containing a first fluid and a second fluid, 
the fluids being substantially immiscible and defining a discrete plug of the first fluid; 

providing a plurality of electrodes in electrical communication with at least one of the 
first fluid and the second fluid; and 

supplying an electric potential to at least one electrode of the plurality of electrodes 
to induce an electrokinetic or electrophoretic pressure gradient within the microfluidic 
channel to manipulate the first fluid plug to selectively enable light emitted from the first light 
source to be received by the first light receiver. 
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26. (Original) The method of claim 24 wherein a fluid reservoir having a greater 
cross-sectional area than the microfluidic channel is in fluid communication with the 
microfluidic channel, and the flexible member is positioned adjacent to the reservoir. 

27. (Original) The method of claim 24 wherein the flexible member defines a surface 
of the microfluidic channel. 

28. (Canceled) 

29. (Canceled) 

30. (Previously presented) A method for performing optical switching, the method 
comprising the steps of: 

providing a light source and a light receiver; 

providing an enclosed microfluidic channel containing a fluid; 

providing a deformable member in fluid communication with the channel, and 

deforming the deformable member to displace at least a portion of the fluid 
contained in the microfluidic channel to selectively enable light emitted from the light source 
to be received by the light receiver; 

wherein the fluid is substantially absorptive of at least a portion of the spectrum to be 
emitted from the light source, and the deformable member is substantially reflective of at 
least a portion of the spectrum to be emitted from the light source. 

31. (Canceled) 

32. (Previously presented) The method of claim 30 wherein the deformable 
member is deformed by piezoelectric actuation or magnetic actuation. 

33. (Previously presented) An optical switching device utilizing the method of 
claim 30. 



34. (Canceled) 

35. (Canceled) 
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36. (Previously presented) A method for altering the nature of a light beam, the 
method comprising the steps of: 

providing an enclosed microfluidic device having a chamber bounded by a 
deformable flexible membrane, the chamber containing fluid; 

supplying a light beam to the microfluidic device in the direction of the flexible 
membrane; and 

manipulating the pressure within the chamber, thereby deforming the flexible 
membrane and changing the amount of fluid present in the chamber; 

wherein the flexible membrane is substantially reflective of a desired light spectrum 
and at least a portion of the light beam interacts with the membrane. 

37. (Canceled) 

38. (Canceled) 

39. (Canceled) / 

40. (Canceled) 

41. (Canceled) 

42. (Previously presented) The system of claim 5 wherein the mixer is disposed 
within a fluidic mixing device. 

43. (Previously presented) The system of claim 42 wherein the fluidic mixing device 
includes a microfluidic channel. 

44. (Previously presented) The system of claim 43 wherein the fluidic mixing device 
includes a substantially planar stencil layer, the microfluidic channel being defined through 
the entire thickness of the stencil layer. 

45. (Previously presented) The system of claim 42 wherein the mixer is adapted to 
laminate a first fluid of the plurality of fluids in a first fluidic layer in contact with a second 
fluid of the plurality of fluids in a second fluidic layer. 
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46. (Previously presented) The system of claim 5 wherein the light source has an 
associated first fiber optic conduit and the light receiver has an associated second fiber 
optic conduit. 

47. (Previously presented) The system of claim 5, further comprising a plurality of 
fluidic inputs for supplying the plurality of fluids to the microfluidic device. 

48. (Previously presented) The system of claim 5 wherein the manipulating means 
includes a flow control device that permits the flow rate of at least one fluid of the plurality of 
fluids to be varied. 



49. (Previously presented) The system of claim 5 wherein the manipulating means 
includes at least one pump. 

50. (Previously presented) The system of claim 5 wherein the microfluidic device 
comprises a flow-through cell through which the plurality of fluids flow substantially 
continuously. 

51 . (Previously presented) The system of claim 5 wherein the plurality of fluids 
includes at least three fluids. 

52. (Previously presented) The system of claim 5 wherein the plurality of fluids are 
all liquids. 

53. (Previously presented) The system of claim 7 wherein the flexible member 
comprises a polymeric material. 



54. (Previously presented) The system of claim 7 wherein the microfluidic device 
comprises a plurality of substantially planar device layers including a stencil layer having a 
microfluidic channel defined through the entire thickness of the stencil layer. 

55. (Previously presented) The system of claim 7 wherein at least one of the 
plurality of fluids contains dissolved or suspended particles. 
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56. (Currently amended) Th o oystom of claim 20 whoroin An optical processing 
system comprising: 

an input light source; 

an input coupler for receiving light from the input light source; 

an output coupler for providing light to an output device; 

a microfluidic optical device for manipulating light, the microfluidic optical device 

compris e s comprising a plurality of substantially planar device layers including a stencil 
layer having a microfluidic channel defined through the entire thickness of the stencil layer, 
the microfluidic optical device further being optically coupled between the input coupler and 
the output coupler; 

an output device for receiving a beam from the output coupler; 

a controller; 

a power supply; and 

a sensor, wherein the controller receives a feedback signal from the sensor . 

57. (Currently amended) An optical switching device including the optical system 
of claim 20 56. 

58. (Currently amended) The system of claim 20 56 wherein the sensor 
comprises at least one. sensor. 

59. (Previously presented) The system of claim 58 wherein the at least one sensor 
is disposed in sensory communication with the microfluidic optical device. 

60. (Previously presented) The system of claim 58 wherein the at least one sensor 
is disposed in sensory communication with any of the input coupler and the output coupler. 

61 . (Previously presented) The system of claim 58 wherein the at least one sensor 
is disposed in sensory communication with any of the input light source and the output 
device. 
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Remarks 

By the present amendment and response, Applicants have canceled claim 20 and 
amended claims 21 and 56-58. Consequently, claims 5, 7-10, 13, 14, 21, 24-27, 30, 32, 33, 
36, and 42-61 are pending in the present application with claims 5, 7, 24, 25, 30, 36, and 56 
being independent claims. Remarks addressing the objections and 35 U.S.C. § 102 
rejections contained in the Office Action mailed December 17, 2003 are set forth in turn 
below. ■ .- . 

Objection to Claim Depending from Rejected Base Claim (Allowable Subject Matter) 

Claim 56 was objected to as being dependent upon a rejected base claim (i.e., claim 
20), but the Examiner indicated that claim 56 would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any intervening claims. (Office 
Action at 3.) In response to the Examiner's statement, claim 56 has been rewritten in 
independent form to include a|l of the limitations of previously presented claim 20. 
Accordingly, withdrawal of the objection to claim 56 is respectfully requested. 

Rejections under 35 U.S.C. S 102 

Claims 20, 21, and 57-61 were rejected under 35 U.S.C. § 102(e) as being allegedly 
anticipated by U.S. Patent No. 6,577,793 to Vaganov. 

Since claim 20 has been canceled by the present amendment, the rejection of claim 

20 is believed to be moot. 

As previously presented, claims 21 and 57-61 used to depend, either directly or 
indirectly, from claim 20. By virtue of the present amendment, however, all of these claims 

21 and 57-61 now depend, whether directly or indirectly, from amended claim 56 (i.e., 
amended claims 21 and 58 depend from amended claim 56, while amended claims 59 - 61 
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depend from amended claim 58). Since the Examiner indicated that claim 56 would be 
allowable in if rewritten in independent form - and claim 56 has been amended in 
accordance with the Examiner's suggestion - it is believed that amended claims 21 and 57- 
61 should now be allowable. Accordingly, withdrawal of the ; § 102(e) rejections of claims 21 
and 57-61 is respectfully requested. 



By virtue of the amendment and arguments stated herein, Applicants believe that all 
pending claims 5, 7-10, 13, 14, 21, 24-27, 30, 32, 33, 36, and 42-61 are in good condition 
for allowance, and respectfully request allowance thereof. Consideration of the enclosed 
Information Disclosure Statement is also requested. If, for some reason, a notice of 
allowance cannot be envisaged after consideration of the present Amendment, a telephone 
call with the undersigned at (626) 351-8200 ext. 6503 to discuss any deficiencies would be 
earnestly appreciated. 



Conclusion 



Respectfully submitted, 





Vincent K. Gustafson 
Reg. No. 46,182 



USPTO Customer No.: 32763 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 30 August 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 5. 7-1 0. 13. 14.21.24-27.30.32.33.36 and 42-61 is/are pending in the application. 

4a) Of the above claim(s) 7-9. 14.21.24-27.30.32.33.36 and 53-61 is/are withdrawn from consideration. 

5) [3 Claimfe) 5. 10. 13 and 42-52 is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 08 September 2003 is/are: a)K accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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SUPPLEMENTAL ACTION 



Response to Election 



1 . Claims 7-9, 14, 21, 24-27, 30, 32, 33, 36, and 53-61 withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being drawn to a nonelected inventions, 
there being no allowable generic or linking claim. Applicant timely traversed the 
restriction (election) requirement in the reply filed on 30 August 2004. 

2. This application is in condition for allowance except for the presence of claims 7- 
9, 14, 21, 24-27, 30, 32, 33, 36, and 53-61 to an invention non-elected with traverse in 
the reply filed on 30 August 2004. Applicant is given ONE MONTH or THIRTY DAYS 
from the date of this letter, whichever is longer, to cancel the noted claims or take other 
appropriate action (37 CFR 1.144). Failure to take action during this period will be 
treated as authorization to cancel the noted claims by Examiner's Amendment and pass 
the case to issue. Extensions of time under 37 CFR 1 .136(a) will not be permitted since 
this application will be passed to issue. . 

The prosecution of this case is closed except for consideration of the above 

matter. 



3. The applicant has presented a variety of arguments with regards to why the 
Requirement for Restriction mailed on 1 1 August 2004 is improper. The examiner has 
thoroughly reviewed these arguments, but firmly believes the Requirement for 
Restriction to be proper. 



Response to Arguments 
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The applicant argues that the restriction should have been made in the first office 
action. The examiner admits the application should have been restricted in the first 
action, however, the mere fact that the restriction was made after previous actions on 
the merits does not make it improper. The examiner apologizes for regrets any 
inconvenience that this late restriction has caused, but the restriction is proper due to 
the burden of searching multiple inventions. 

The applicant's primary argument seems to be that the restriction is improper 
because there is no serious burden upon the examiner. The examiner disagrees with 
this argument. It is clear that the applicant is claiming multiple and distinct inventions 
which require separate and distinct searches within the art. The applicant cites the 
search reports provided by the examiner, by pointing out that the examiner text 
searched within all of class 385. The applicant claims this is proof that the search is not 
a burden. The examiner believes it proves the opposite. Instead of being able to focus 
the search on a few subclasses relevant to each invention, the examiner has been 
forced to search virtually an entire class of inventions to find the relevant prior art for all 
of the claimed inventions. 

The applicant argues that there can be no burden because the examiner has 
already searched the inventions. The examiner respectfully disagrees with this 
argument. The examiner has attempted to search each of the claimed inventions, but 
has been unable to properly focus the searches for each of the claimed inventions. 

It should be noted that at no point does the applicant argue that the restriction is 
improper for any reason other than it comes later in the prosecution of the application 
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than is typical. This seems to be an admission that the application should have been 
restricted, but the restriction is somehow too late and therefore searching it is no longer 
a serious burden on the examiner. The examiner respectfully disagrees with this 
argument. The applicant seems to be implying that the searching process is over, when 
in fact each of the inventions must be searched again prior to allowance. The applicant 
is also implying that any restriction after an action on the merits is inherently improper. 
That argument is contradicted by portions of the MPEP cited by the applicant in his 
arguments. 

The applicant takes issue with the examiner's form paragraph, within 
Requirement for Restriction mailed on 1 1 August 2004, that stated the examiner called 
the applicant on 1 1 August 2004. The applicant states that the "tone" of the form 
paragraph implies that contact was made with the applicant. For clarification of the 
record, the examiner called Mr. Gustafson on 1 1 August 2004, but no contact was made 
and no voice mail message was left. 

Election/Restrictions 

4. Restriction to one of the following inventions is required under 35 U.S.C. 1 21 : 

I. Claims 5, 10, 13, and 42-52, drawn to a microfluidic optical systems 
wherein a plurality fluids are substantially mixed in order to affect light 
incident on the fluids, classified in class 385, subclass 140. 

II. Claims 7-9, 14, 24, 26, 27 and 53-55, drawn to a microfluidic system and a 
method of optical switching using immiscible fluids defining a discrete 
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plug, where a deformable flexible member manipulates the plug, classified 
in class 385, subclass 19. 

III. Claim 25, drawn to a method for performing optical switching, using 
immiscible fluids defining a discrete plug, where a plurality of electrodes 
are used to manipulate the plug , classified in class 385, subclass 19. 

IV. Claims 30, 32, 33 and 36, drawn to a method for performing optical 
switching using a deformable member that is substantially reflective, 
classified in class 385, subclass 18. 

V. Claims 56, 21 and 57-61, drawn to an optical processing system having a 
sensor and a feedback signal, classified in class 385, subclass 16. 

The inventions are distinct, each from the other because of the following reasons: 

5. Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as an optical attenuator. See MPEP § 806.05(d). 

6. Inventions I and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as optical attenuator. See MPEP § 806.05(d). 

7. Inventions I and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
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shown to be separately usable. In the instant case, invention I has separate utility such 
as an optical attenuator. See MPEP § 806.05(d). 

8. Inventions I and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as an optical attenuator. See MPEP § 806.05(d). 

9. Inventions II and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as an optical switch without electrodes. See MPEP § 806.05(d). 

10. Inventions II and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as optical switch. See MPEP § 806.05(d). 

1 1 . Inventions II and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as an optical switch without a feedback system. See MPEP § 806.05(d). 

12. Inventions III and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention III has separate utility 
such as an optical switch. See MPEP § 806.05(d). 
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1 3. Inventions III and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention III has separate utility 
such as optical switch without a feedback system. See MPEP § 806.05(d). 

14. Inventions IV and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention IV has separate utility 
such as an optical switch without a feedback system. See MPEP § 806.05(d). 

1 5. Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Groups II, III, IV and V, restriction for 
examination purposes as indicated is proper. 

1 6. Because these inventions are distinct for the reasons given above and the 
search required for Group II is not required for Groups I, III, IV and V, restriction for 
examination purposes as indicated is proper. 

1 7. Because these inventions are distinct for the reasons given above and the 
search required for Group III is not required for Groups I, II, IV and V, restriction for 
examination purposes as indicated is proper. 

1 8. Because these inventions are distinct for the reasons given above and the 
search required for Group IV is not required for Groups I, II, III and V, restriction for 
examination purposes as indicated is proper. 
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1 9. Because these inventions are distinct for the reasons given above and the 
search required for Group V is not required for Groups I, II, III and IV, restriction for 
examination purposes as indicated is proper. 

20. A telephone call was made to Vincent Gustafson on 8/6/04 to request an oral 
election to the above restriction requirement, but did not result in an election being 
made. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

21 . Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 



Allowable Subject Matter 

22. Claims 5, 10, 13, and 42-52 are allowable. 
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Conclusion 



23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin S Wood whose telephone number is (571) 272- 
2364. The examiner can normally be reached on Monday-Thursday (7am - 5:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rodney B Bovernick can be reached on (571 ) 272-2344. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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After the implementation of this strategic plan: 

• Market forces will drive our business model. 

• Geography and time will be irrelevant when doing business with the 
USPTO. 

• We will strengthen our ability to be ranked as one of the highest quality, 
most-efficient intellectual property organizations in the world. 

• Our products and services will be tailored to meet the needs of customers. 

• Examination will be our core expertise. 

• Our employees will be recognized as expert decision makers. 

• Independent inventors, U.S. industry and the public will benefit from 
stronger, more enforceable intellectual property rights worldwide. 

• Our workplace will become a state-of-the art facility designed for the 21 st 
Century. 

• Following implementation of this plan and its underlying assumptions, 
including the enactment of legislation to restructure fees, statutory fees will 
remain steady for the foreseeable future. 

About the 21 st Century Strategic Plan 

This five-year strategic plan reflects both a thorough internal process review and a systematic 
attempt to incorporate the best thinking of our applicants, our counterparts in Europe, Japan and other 
countries, and our stakeholders, including our Public Advisory Committees. Key stakeholders also 
include our dedicated employees, without whose commitment the strategic plan could not have been 
developed and its success could not be assured. 

The strategic plan takes a global perspective by envisioning the patent and trademark systems of the 
future that American innovators would need to remain competitive around the world. It is built on 
the premise that American innovators want to obtain enforceable intellectual property rights here and 
abroad as seamlessly and cost-effectively as possible. It emphasizes the opportunity for the USPTO 
to collaborate with intellectual property organizations in automation, global patent classification, and 
exploitation of search results. Finally, the plan is predicated on changes to the way all players in the 
intellectual property system do business with the USPTO and the way USPTO employees respond. 

The strategic plan is supported with detailed documentation analyzing all of the related issues, 
a five-year implementation plan with identified critical tasks, proposed revisions to the fiscal year 
2003 budget request to enable timely implementation of the strategic plan, and corresponding 
proposed legislation and regulations necessary for a successful multi-year implementation. 
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Chairman Smith, Ranking Member Berman, and Members of the Subcommittee: 

Thank you for this opportunity to testify today on the challenges facing the United States Patent and 
Trademark Office (USPTO). It is a special privilege, Mr. Chairman, to appear before you this morning in 
your new capacity as Chairman of this Subcommittee. You have a keen appreciation of the importance 
of intellectual property protection to our nation's economy, and I look forward to working with you and 
my good friend, Ranking Member Berman, in the months ahead on the many intellectual property 
issues that will come before this body. 

In April and July of last year, this Subcommittee conducted two important oversight hearings on the 
operations and funding of the USPTO. At both of those hearings, I detailed the impending crisis 
confronting the Office due to our increasingly large and complex workload. On both occasions I 
testified that without fundamental changes to the way the USPTO operates, the quality of the patents 
and trademarks we issue likely will deteriorate, and the time it takes for an application to be reviewed 
will skyrocket. Indeed, patent pendency rates in the United States now average over two years, and in 
some critical technologies pendency averages four years. Without significant changes to our method of 
processing applications, the pendency time for the average application will soon reach three to four 
years. 

There is both good news and bad news to report since those hearings took place. 

The bad news is that the quality and pendency crisis facing our agency has not gone away. In fact, 
these problems are a greater threat to the health of America's intellectual property system than ever. 
Moreover, the longer we wait to confront these issues, the more costly and time consuming it will be to 
overcome them. 

All is not without hope, however. 

The good news is that we have a plan - a revised, comprehensive five-year strategic plan - supported 
by the Administration, including the Office of Management and Budget, and constituency groups that 
will put us on a path to meeting these challenges in the months and years to come. The 21st Century 
Strategic Plan is targeted toward timeliness, e-Govemment, employee development and competitive 
sourcing - all with a central quality focus. Assuming the needed changes to our fee structure are 
passed by Congress, the Plan will boost productivity and substantially cut the size of our inventory. It 
will transform the USPTO into an information age, e-commerce based organization, which is the goal of 
President Bush's Management Agenda. Because intellectual property-based enterprises represent the 
largest single sector of the U.S. economy, the Plan will also promote economic growth. 
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The 21st Century Strategic Plan is built on the premise that American innovators need to obtain 
enforceable intellectual property rights here and abroad as seamlessly and cost-effectively as possible. 
It provides a roadmap for creating an agile organization worthy of the leadership role American 
intellectual property plays in the global economy. 

Let me take a few moments to summarize the sequence of events that has led us to where we are 
today. 



When I arrived at the USPTO sixteen months ago, I initiated an aggressive top-to-bottom review of the 
agency to identify new and possibly nontraditional ways to improve quality and reduce pendency. This 
review was in response to the expectations and demands of the President and Secretary of 
Commerce, Congress, the owners of intellectual property, the patent bar, and the public-at-large. All 
wanted us to boldly address the challenges of improving quality, reducing pendency, and implementing 
e-government. 

Last year we started to design a new plan for how the USPTO should operate. That Plan - our 21st 
Century Strategic Plan - was unveiled last June and pursued three main objectives: (1) to make the 
application process simpler, faster, and more efficient; (2) to be more responsive to the needs of our 
customers and to the demands of the national and global marketplaces; and (3) to be more productive. 

The original Plan was particularly bold and marked a fundamental departure from business as usual. 
Resistance to change being what it is, some of the Plan's provisions - particularly those concerning 
deferred examination, applicant-commissioned searches, mandatory Information Disclosure 
Statements, and changes in some of our fees - were criticized. 

We spent much of last summer and fall listening to those who had suggestions for ways to improve the 
Plan. I am pleased to report that these discussions were fruitful. They helped us draft a revised 
Strategic Plan that (while more modest than its first incarnation) recognizes that the USPTO's current 
business model and fee structure fails to meet the realities of the 21st century. Today, the Plan's 37 
action initiatives and fee changes are endorsed by the American Intellectual Property Law Association 
(AIPLA), the Intellectual Property Owners Association (IPO), the American Bar Association's Section of 
Intellectual Property Law, the Biotechnology Industry Organization (BIO), the International Trademark 
Association (INTA), our Patent Public Advisory Committee and our Trademark Public Advisory 
Committee. In addition, nearly one hundred of America's largest companies and intellectual property 
groups have expressed their support. 

The key features of our revised Strategic Plan, which we submitted to the House and Senate last 
month in conjunction with the President's 2004 budget request, will: 

• Enhance the quality of patent and trademark examining operations through consolidation of 
quality assurance activities. 

• Accelerate processing time by transitioning from paper to e-government processing for 
trademarks by November 2, 2003 - in tandem with implementation of the Madrid Protocol. 

• Deliver an operational system to process patent applications electronically by October 1 , 2004, 
including electronic image capture of all incoming and outgoing paper documents. 

• Control patent and trademark pendency and reduce time to first Office actions. 

• Competitively source patent application classification and search functions, and concentrate 
Office expertise as much as possible on the core examination functions. 

• Provide for the hiring of almost 3,000 new patent examiners over the next five years. 

• Expand our bilateral and multilateral discussions to strengthen intellectual property rights 
globally and, through work sharing, reduce duplication of effort among offices. 

Changes in the Plan made at the behest of the user community required us to jettison our earlier goal 
of reaching 18-month average pendency. This is because of the higher priority the revised Plan places 
on quality and patent e-government initiatives. Nonetheless, our goal will be to produce, on average, a 
"first office action" for non-provisional applications at the time of 18-month publication. In addition, we 
seek to have a patent search report for other patent applications issuing in the same time frame. 

Let me highlight some of the proposed changes in the Plan that I think are of the greatest significance. 
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First, we originally called for a legislated deferral of examination of up to 18 months from the earliest 
filing date. The revised Plan provides an administrative alternative that will give applicants the option of 
abandoning their applications prior to search or examination and receive a partial fee refund. This 
alternative will still achieve many of the benefits of deferred examination. 

Second, the original Strategic Plan required applicants to provide search reports obtained from 
commercial search organizations. Under the new Plan, the USPTO will contract the search from 
commercial search organizations or foreign offices, not the applicant. 

Third, the punitive fees we originally proposed for excessive claims and pages of complex 
specifications have been replaced with a linear fee system to ensure that fees charged for excessive 
claims and pages of complex specifications are proportional to the increased processing costs. 

Lastly, the originally proposed four-track examination system has been revised in favor of a multiple 
track of five filing options. 

The revised Plan emphasizes our commitment to testing and evaluating the initiatives, most notably in 
the areas of outsourcing, quality enhancements and e-Government. All of the initiatives in the Plan will 
be subjected to thorough evaluation. The implementation plans accompanying each of the proposed 
initiatives contain specific milestones for initiating pilot projects and evaluating the data before 
deployment decisions are made. 

Quality must permeate every action taken by every employee of the USPTO, and this Plan will assure 
quality by hiring the people who make the best patent and trademark examiners, certifying their 
knowledge and competencies throughout their careers, and focusing on quality in all aspects of the 
examination of patent and trademark applications. For example, quality will be engineered into our 
processing by ensuring proper training and certification of examiners and expanding the "second-pair- 
of-eyes" review in selected technology areas. We believe these initiatives will bolster confidence in the 
quality of U.S. patents and trademarks, thereby spurring our economy and reducing litigation costs. 

Another critical element of quality enhancement is tied to competitively sourcing the search function so 
that we can concentrate examiners' expertise as much as possible on the sovereign, core government 
function of patentability decision-making. When examiners are provided with quality search results and 
do not need to perform a separate search, they will be able to concentrate their efforts on what they do 
best: the determination of patentability. Reducing examiners' prior art search responsibilities will also 
achieve greater examiner productivity. 

The USPTO has relied upon the European Patent Office's (EPO) search examiners in The Hague to 
perform searches of applications filed under the Patent Cooperation Treaty. These searches, which 
cover virtually every technology including biotechnology and telecommunications, are one way of 
managing the massive workload problem we face. The results to date on more than 75,000 searches 
conducted by the EPO over the past four years have been positive and confirmed through extensive 
surveys of U.S. patent applicants who have consistently expressed the view that EPO searches are 
high quality in nature. 

By outsourcing the search function, we can ensure that the patent examiners of tomorrow will be like 
the quality review examiners of yesterday in that they will begin with a more complete search and set of 
information as their starting point. To that end, we will be diligent in selecting and monitoring the 
contract or foreign searching authorities to ensure that patent searches provided by them are of the 
highest quality. 



The consensus we have achieved is due to the hard work and dedication of groups such as the AIPLA, 
IPO, the ABA's Section of Intellectual Property Law, BIO, INTA, the Patent Public Advisory Committee 
and the Trademark Public Advisory Committee. I want to express my sincere appreciation for their 
partnerships. 

It is important to note that our partners recently have expressed concerns that the new fee system will 
not guarantee that the USPTO have access to all of its user fees. The Administration shares these 
concerns. President Bush cut the level of "fee diversion" by nearly fifty percent from the FY 2003 
Budget level in the Administration's FY 2004 budget request for our agency. Last month Commerce 
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Secretary Don Evans addressed this topic while testifying before a subcommittee of the House 
Appropriations Committee. There he said "the Department is working to eliminate the practice of using 
USPTO revenues for unrelated federal programs. Making more fees available sooner will enable the 
agency to increase the quality of patents and trademarks issued." 

The concern over "fee diversion 0 has led some in the patent community now to recommend that our fee 
proposal be amended so that any new fee structure would sunset after a period of two or three years. 
This idea, never raised during discussions leading to our accord, is flawed and would cast grave doubt 
upon the desirability of the Administration supporting a revised fee bill containing such a provision. 

As the Members of the Subcommittee know all too well, Congress has given the USPTO clear 
directives to develop and implement a five-year plan. Subjecting our fee structure to a sunset provision 
would result in an unacceptable level of uncertainty. It would cripple the USPTO from making any long- 
range planning or investments in infrastructure, training, or recruiting. For example, under a sunset 
provision, exigencies could force us to lay off the approximately 3,000 patent examiners we intend to 
hire over the next five years. At the very least, a sunset provision would frustrate our efforts to recruit 
qualified scientists and engineers for the patent examining corps. 

A sunset provision would also cast a shadow of uncertainty on American businesses and inventors 
who, in return for a set fee structure, have an expectation that services will be improved with respect to 
pendency, quality, and e-government. This provision would decrease predictability and thereby raise 
costs and increase pendency. 



Mr. Chairman, if we want to ensure a more vibrant, seamless, and cost-effective American intellectual 
property system, our 21st Century Strategic Plan offers a sensible and pragmatic means for achieving 
it. But this all hinges on passage of our revised fee structure. Without the ability to hire and train new 
examiners and also improve our infrastructure, our hands will be tied. 

The consequences of failing to enact the fee bill and giving the USPTO access to those fees will mean 
quality and pendency will continue to significantly suffer. We will be unable to hire needed examiners, 
and over 140,000 patents will not issue over the next five years. The inventory of unexamined patent 
applications will skyrocket to a backlog of over one million applications by 2008 - more than double the 
current amount - and pendency (as measured from the time of filing) will jump to over 40 months 
average in the next few years. This would represent the highest pendency rate in many decades. 

Surely we all agree that this scenario is unacceptable. Therefore, I am asking this Subcommittee to 
give us the tools needed to avert this crisis - and to let us field a nimble, flexible USPTO that can 
respond rapidly to changing market conditions. Time is not on our side, and the ramifications for the 
future of innovation and our economy are great. 



* * * 
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